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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In The Matter of Trademark Application No. 76/651,986 

 
MENENDEZ AMERINO & CIA LTDA, ) 
      ) 
 Opposer,    ) 
      ) 
 vs.     ) Opposition No. 91184986 
      ) 
BRAZIL CIGARS & TOBACCO, LLC, ) 
      ) 
 Applicant.    ) 
____________________________________) 

SUPPLEMENT TO MOTION TO SUSPEND  
PENDING DISPOSITION OF DISTRICT COURT ACTION 

 Applicant, Brazil Cigars & Tobacco, LLC, (hereinafter “Applicant” or “Brazil Cigars”), 

by and through undersigned counsel, and pursuant to Trademark Rule 2.117(a), hereby files this 

Supplement to its Motion to Suspend Pending Disposition of District Court Action as follows: 

 On August 18, 2009 the Applicant filed its First Motion to Suspend Pending Disposition 

of District Court Action.  (D.E. 14).  However, such Motion did not include a copy of the 

pleadings in the civil action.  As such, Applicant hereby files this supplement to the Motion 

including Composite Exhibit A, attached hereto with the operative pleadings to the Federal 

District Court Action upon which the Motion to Suspend is based. 

Dated: August 20, 2009 

      Respectfully submitted,    
      ROTHSTEIN ROSENFELDT ADLER 

     By:  s/GUSTAVO SARDIÑA   
      Frank Herrera 
      Florida Bar No. 494801 
      Email: fherrera@rra-law.com 
      Gustavo Sardiña 

       Florida Bar No. 31162 
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       Email: gsardina@rra-law.com  
      ROTHSTEIN ROSENFELDT ADLER 
      401 E. Las Olas Blvd., Suite 1650 
      Ft. Lauderdale, Florida 33301 
      Tel: (954) 522-3456 
      Fax: (954) 527-8663 

 
 CERTIFICATE OF SERVICE 

 
I HEREBY CERTIFY that a true and correct copy of the foregoing was served on 
 
Lawrence E. Abelman, Esq. 
Julie B. Selyer, Esq. 
ABELMAN FRAYNE & SCHWAB 
666 Third Avenue 
New York, New York 10017 
 
by electronic mail as well as by United States FIRST CLASS U.S. MAIL, postage pre-paid 

this 20th day of August, 2009. 
 

     By:  s/GUSTAVO SARDIÑA   
      Frank Herrera, Esq. 
      Florida Bar No. 494801 
      Gustavo Sardiña 

       Florida Bar No. 31162 
 
 
       

CERTIFICATE OF ELECTRONIC FILING USING ETTSA 
 
I HEREBY CERTIFY that on August 20, 2009 a true and correct copy of the foregoing was 

filed electronically using the TTAB’s ETTSA filing system.  
 

     By:  s/GUSTAVO SARDIÑA   
      Frank Herrera, Esq. 
      Florida Bar No. 494801 
      Gustavo Sardiña 

       Florida Bar No. 31162 
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UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF FLORIDA  

 
CASE NO. 09-21185-CIV-HOEVELER/GARBER 

 
MENENDEZ AMERINO & CIA. LTDA,  
A Brazilian Corporation,     
            
   Plaintiff,   
       
  v.     
       
BRAZIL CIGARS & TOBACCO LLC,     
A Delaware Corporation, 
      
   Defendant.    
      /  

 
ANSWER, AFFIRMATIVE DEFENSES AND COUNTERCLAIMS  

 Defendant, Brazil Cigars & Tobacco LLC (hereinafter “Brazil Cigars” or 

“Defendant”), by and through undersigned counsel, hereby Answers the Complaint, 

asserts its Affirmative Defenses, and Counterclaims as follows: 

1. Brazil Cigars admits that this appears to be a case for alleged violation of 

Plaintiff’s purported intellectual property rights, breach of contract, and defamation, but 

denies liability.  Brazil Cigars denies the remaining allegations of Paragraph 1 of the 

Complaint.   

2. Brazil Cigars admits that at least portions of this action arise under the 

trademark laws of the United States, but denies any liability thereunder.  Brazil Cigars 

also denies that all of the claims in this action arise under the trademark laws of the U.S.  

3. Brazil Cigars admits that the Court would ordinarily have subject matter 

jurisdiction over the claims asserted in the Complaint.  However, Brazil Cigars lacks 

sufficient information concerning whether this Court has subject matter jurisdiction over 

the claims in the Complaint and therefore denies the same.  Specifically, Paragraph 13.1 
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of the Contract upon which Plaintiff is suing appears to be an arbitration clause.  Plaintiff 

reserves the right to move for dismissal of the action for lack of subject matter 

jurisdiction upon further review of the contract and research on the same.  

4. Subject to the denial in Paragraph 3 above, Brazil Cigars admits that 

venue is appropriate. 

5. Brazil Cigars lacks sufficient knowledge of the allegations of Paragraph 5 

of the Complaint and therefore denies the same.  

6. Brazil Cigars lacks sufficient knowledge of the allegations of Paragraph 6 

of the Complaint and therefore denies the same. 

7. Brazil Cigars admits the allegations of Paragraph 7 of the Complaint, but 

denies that such have any bearing on liability.  

8. Brazil Cigars admits that it is subject to personal jurisdiction in this 

District, but denies the remaining allegations of Paragraph 8 of the Complaint.  

9. Brazil Cigars admits the allegations of Paragraph 9 of the Complaint. 

10. Brazil Cigars denies the allegations of Paragraph 10 of the Complaint.  

11. Brazil Cigars denies the allegations of Paragraph 11 of the Complaint. 

12. Brazil Cigars admits that Dana Sheldon, the managing member of Brazil 

Cigars, sent Plaintiff an email on June 17, 2005, but denies that the allegations of 

Paragraph 12 of the Complaint conform to the language in Exhibit B to the Complaint. 

Brazil Cigars also lacks knowledge of allegations concerning “Menendez’s previous U.S. 

distributor” and therefore denies the same.   

13. Brazil Cigars lacks knowledge of the allegations of Paragraph 13 of the 

Complaint and therefore denies the same.  Furthermore, Brazil Cigars denies that the 
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allegations of Paragraph 13 of the Complaint conform to the language in Exhibit C to the 

Complaint. 

14. Brazil Cigars admits that it sent Plaintiff a letter on November 16, 2007, 

but denies that the allegations of Paragraph 14 of the Complaint conform to the language 

in Exhibit D to the Complaint.   

15. Brazil Cigars admits that the letter attached to the Complaint as Exhibit E 

appears to be a letter to Brazil Cigars and that the same appears dated January 7, 2008.  

However, Brazil Cigars denies the remaining allegations of Paragraph 15 of the 

Complaint.  

16. Brazil Cigars admits that on January 21, 2008 it wrote to Plaintiff stating 

that it did not recognize the Plaintiff’s unilateral termination of the contract.  Brazil 

Cigars denies all remaining allegations of Paragraph 16 of the Complaint.  

17. Brazil Cigars denies that the marks referred to in Paragraph 17 of the 

Complaint are “Menendez’s marks” as alleged.  Brazil Cigars admits that Plaintiff 

requested an extension of time to oppose registration of trademark applications filed by 

Brazil Cigars and that Plaintiff subsequently filed Opposition Proceeding Nos. 91184986 

and 91184987 with the TTAB, but denies that Opposition Proceedings are suspended.   

18. Brazil Cigars specifically denies that Plaintiff has any intellectual property 

rights in the United States as alleged in the Paragraph 18 of the Complaint.  Brazil Cigars 

lacks information concerning the remaining allegations thereof and therefore denies the 

same.  

19. Brazil Cigars lacks information concerning the allegations of Paragraph 19 

of the Complaint and therefore denies the same.  
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20. Brazil Cigars denies that Plaintiff has “a strong reputation, loyal clientele, 

and goodwill in the market” as alleged in Paragraph 20 of the Complaint to the extent that 

the same applies to the United States cigar market.  Brazil Cigars lacks information 

concerning the remaining allegations of Paragraph 20 of the Complaint and therefore 

denies the same.  

21. Brazil Cigars denies the allegations of Paragraph 21 of the Complaint.  

22. Brazil Cigars is without information concerning the allegations of 

Paragraph 22 of the Complaint and therefore denies the same.  

23. Brazil Cigars admits that a book and movie named Dona Flor e Seus Dois 

Maridos were authored by Jorge Amado.  However, Brazil Cigars denies the remaining 

allegations of Paragraph 23 of the Complaint.  

24. Brazil Cigars admits that Exhibit H appears to be an article from Cigar 

Aficionado magazine, but denies the remaining allegations of Paragraph 24 of the 

Complaint.  Furthermore, it was through Brazil Cigar’s efforts that “DONA FLOR” 

cigars have met with acclaim in the United States and through Brazil Cigar’s efforts that 

the article in question was featured in Cigar Aficionado.  

25. Brazil Cigars admits that through its own efforts “DONA FLOR” brand 

cigars have received substantial acclaim, but denies that such acclaim is attributable to 

Plaintiff.  

26. Brazil Cigars admits that “ALONSO MENENDEZ” brand cigars have 

been continuously sold in the United States since 2005, but denies that such is 

attributable to Plaintiff.  Instead, such is attributable to Brazil Cigars.  Brazil Cigars 

denies the remaining allegations of Paragraph 26 of the Complaint.   
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27. Brazil Cigars denies that Plaintiff has conducted any marketing effort in 

the United States, or that any goodwill associated with the “ALONSO MENENDEZ” 

mark is associated with or attributable to Plaintiff.  Brazil Cigars lacks knowledge of the 

remaining allegations of Paragraph 27 of the Complaint and therefore denies the same.  

28. Brazil Cigars admits that “DONA FLOR” brand cigars have received 

substantial acclaim, but denies that such acclaim is attributable to Plaintiff. 

29. Brazil Cigars lacks knowledge of the allegations of Paragraph 29 of the 

Complaint and therefore denies the same.  

30. Brazil Cigars lacks knowledge of the allegations of Paragraph 30 of the 

Complaint and therefore denies the same. 

31. Brazil Cigars denies that the “DONA FLOR” and “ALONSO 

MENENDEZ” cigars offered in the United States were attributable to Plaintiff.  Brazil 

Cigars lacks knowledge of the remaining allegations of Paragraph 31 of the Complaint 

and therefore denies the same. 

32. Brazil Cigars lacks knowledge of the allegations of Paragraph 32 of the 

Complaint and therefore denies the same. 

33. Brazil Cigars denies the allegations of Paragraph 33 of the Complaint.  

34. Brazil Cigars denies the allegations of Paragraph 34 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user.     

35. Brazil Cigars denies the allegations of Paragraph 35 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user.   
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36. Brazil Cigars denies the allegations of Paragraph 36 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user. 

37. Brazil Cigars denies the allegations of Paragraph 37 of the Complaint. 

38. Brazil Cigars denies the allegations of Paragraph 38 of the Complaint. 

39. Brazil Cigars denies the allegations of Paragraph 39 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user. 

40. Brazil Cigars denies the allegations of Paragraph 40 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user. 

41. Brazil Cigars denies the allegations of Paragraph 41 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user. 

42. Brazil Cigars denies the allegations of Paragraph 42 of the Complaint 

since Plaintiff does not have superior rights in the alleged trade dress as Brazil Cigars is 

the senior user. 

43. Brazil Cigars denies the allegations of Paragraph 43 of the Complaint. 

44. Brazil Cigars denies the allegations of Paragraph 44 of the Complaint. 

45. Brazil Cigars denies the allegations of Paragraph 45 of the Complaint. 

46. Brazil Cigars denies the allegations of Paragraph 46 of the Complaint. 

47. Brazil Cigars denies the allegations of Paragraph 47 of the Complaint. 

48. Brazil Cigars denies the allegations of Paragraph 48 of the Complaint. 

Case 1:09-cv-21185-WMH     Document 7      Entered on FLSD Docket 06/08/2009     Page 6 of 22



  7

49. Brazil Cigars denies the allegations of Paragraph 49 of the Complaint. 

50. Brazil Cigars admits that many of the cigars offered by it include 

marketing material such as labels, which are similar to those used by Plaintiff, but denies 

that such establishes liability.  Brazil Cigars is the senior and rightful user of the 

trademarks at issue in the United States. 

51. Brazil Cigars admits that many of the cigars offered by it include 

marketing material such as labels, which are similar to those used by Plaintiff, but denies 

that such establishes liability.  Brazil Cigars is the senior and rightful user of the 

trademarks at issue in the United States. 

52. Brazil Cigars admits that there is a likelihood of confusion between certain 

of the cigars sold by Brazil Cigars and by Plaintiff, but denies that such establishes 

liability.  Brazil Cigars is the senior and rightful user of the trademarks at issue in the 

United States. 

53. Brazil Cigars lacks knowledge of the allegations of Paragraph 53 and 

therefore denies the same.   

54. Brazil Cigars admits that it has filed trademark applications for “DONA 

FLOR,” “ALONSO MENENDEZ,” “DONA FLOR ALONSO MENENDEZ SERIES,” 

and “DONA FLOR SELECAO” but denies the remaining allegations of Paragraph 54 of 

the Complaint.  

55. Brazil Cigars admits that it contacted its customers concerning Plaintiff’s 

breach of their contract, but denies the falsity of the statements made.  Brazil Cigars 

denies the remaining allegations of Paragraph 55 of the Complaint.  

56. Brazil Cigars denies the allegations of Paragraph 56 of the Complaint.  
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57. Brazil Cigars denies the allegations of Paragraph 57 of the Complaint. 

58. Brazil Cigars admits the allegations of Paragraph 58 of the Complaint, but 

denies that such establish liability.  

59. Brazil Cigars denies the allegations of Paragraph 59 of the Complaint. 

60. Brazil Cigars denies that it has engaged in “infringing behavior” as alleged 

in Paragraph 60 of the Complaint.  Brazil Cigars admits that its activities have not been 

authorized by Plaintiff, but denies that it requires any authorization therefrom.   

FIRST CLAIM FOR RELIEF 

61. Paragraph 61 of the Complaint does not require admission or denial; to the 

extent is does, Brazil Cigars denies the same.  

62. Brazil Cigars denies the allegations of Paragraph 62 of the Complaint. 

63. Brazil Cigars denies the allegations of Paragraph 63 of the Complaint. 

64. Brazil Cigars denies the allegations of Paragraph 64 of the Complaint. 

65. Brazil Cigars denies the allegations of Paragraph 65 of the Complaint. 

SECOND CLAIM FOR RELIEF 

66. Paragraph 66 of the Complaint does not require admission or denial; to the 

extent is does, Brazil Cigars denies the same.  

67. Brazil admits that this appears to be a claim for trademark infringement.  

68. Brazil Cigars denies the allegations of Paragraph 68 of the Complaint. 

69. Brazil Cigars denies the allegations of Paragraph 69 of the Complaint. 

70. Brazil Cigars denies the allegations of Paragraph 70 of the Complaint. 

71. Brazil Cigars denies the allegations of Paragraph 71 of the Complaint. 

72. Brazil Cigars denies the allegations of Paragraph 72 of the Complaint. 
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73. Brazil Cigars denies the allegations of Paragraph 73 of the Complaint.  

Brazil Cigars further alleges that it never required the “authorization” of Plaintiff to apply 

for registration of any trademark. 

74. Brazil Cigars denies the allegations of Paragraph 74 of the Complaint.   

75. Brazil Cigars denies the allegations of Paragraph 75 of the Complaint. 

76. Brazil Cigars denies the allegations of Paragraph 76 of the Complaint. 

THIRD CLAIM FOR RELIEF 

77. Paragraph 77 of the Complaint does not require admission or denial; to the 

extent is does, Brazil Cigars denies the same.  

78. Brazil Cigars admits that this appears to be a claim for dilution. 

79. Brazil Cigars denies the allegations of Paragraph 79 of the Complaint. 

80. Brazil Cigars denies the allegations of Paragraph 80 of the Complaint. 

81. Brazil Cigars denies the allegations of Paragraph 81 of the Complaint. 

82. Brazil Cigars denies the allegations of Paragraph 82 of the Complaint. 

FOURTH CLAIM FOR RELIEF 

83. Paragraph 83 of the Complaint does not admission or denial; to the extent 

is does, Brazil Cigars denies the same. 

84. Brazil Cigars admits that this appears to be an action for cybersquatting.  

85. Brazil Cigars denies the allegations of Paragraph 85 of the Complaint. 

86. Brazil Cigars denies the allegations of Paragraph 86 of the Complaint. 

87. Brazil Cigars denies the allegations of Paragraph 87 of the Complaint. 

Case 1:09-cv-21185-WMH     Document 7      Entered on FLSD Docket 06/08/2009     Page 9 of 22



  10

FIFTH CLAIM FOR RELIEF 

88. Paragraph 88 of the Complaint does not require admission or denial; to the 

extent is does, Brazil Cigars denies the same. 

89. Brazil Cigars admits that Plaintiff and Brazil Cigars entered into an 

agreement for the continued purchase and sale of cigars, but denies any implication that 

such establishes liability.  

90. Brazil Cigars denies the allegations of Paragraph 90 of the Complaint.  

91. Brazil Cigars denies that it “delayed payment” as alleged in Paragraph 91 

of the Complaint, but admits that Paragraph 91 appears to recite certain terms of clause 6 

of the agreement between the parties.  

92. Brazil Cigars admits that clause 9.5 of the agreement between the parties 

required that Brazil Cigars purchase a certain minimum annual volume, but denies that it 

failed to meet this requirement.  

93. Brazil Cigars denies the allegations of Paragraph 93 of the Complaint.  

Specifically, clause 7.2.1 of the agreement between the parties does not mention the word 

“personnel” nor was Brazil Cigars under any obligation to accept Plaintiff’s “proposals” 

for maintaining an “adequate organization” as set out in clause 7.2.1 of the agreement.  

94. Brazil Cigars denies the allegations of Paragraph 94 of the Complaint.  

Schedule II does not mention, list, identify or name any trademarks. 

95. Brazil Cigars admits that Plaintiff attempted to terminate the agreement 

between the parties on or about January 7, 2008, but denies the remaining allegations of 

Paragraph 95 of the Complaint. 

96. Brazil Cigars denies the allegations of Paragraph 96 of the Complaint.  
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97. Brazil Cigars denies the allegations of Paragraph 97 of the Complaint. 

98. Brazil Cigars denies the allegations of Paragraph 98 of the Complaint. 

SIXTH CLAIM FOR RELIEF 

99. Paragraph 99 of the Complaint does not require admission or denial; to the 

extent is does, Brazil Cigars denies the same.  

100. Brazil Cigars admits that the statements alleged to have been made in 

Paragraph 100 were in fact made.  However, Brazil Cigars denies the falsity of such 

statements. 

101. Brazil Cigars denies the allegations of Paragraph 101 of the Complaint. 

102. Brazil Cigars admits that Cigar Insider is a highly circulated publication 

among the cigar industry, but lacks information of the remaining allegations of Paragraph 

102 of the Complaint and therefore denies the same.  

103. Brazil Cigars denies the allegations of Paragraph 103 of the Complaint. 

SEVENTH CLAIM FOR RELIEF 

104. Paragraph 104 of the Complaint does not require admission or denial; to 

the extent is does, Brazil Cigars denies the same.  

105. Brazil Cigars admits that the statements alleged to have been made in 

Paragraph 105 were in fact made.  However, Brazil Cigars denies the falsity of such 

statements. 

106. Brazil Cigars denies the allegations of Paragraph 106 of the Complaint. 

107. Brazil Cigars admits that Cigar Insider is a highly circulated publication 

among the cigar industry, but lacks information of the remaining allegations of Paragraph 

107 of the Complaint and therefore denies the same. 
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108. Brazil Cigars denies the allegations of Paragraph 108 of the Complaint. 

EIGHT CLAIM FOR RELIEF  

109. Paragraph 109 of the Complaint does not require admission or denial; to 

the extent is does, Brazil Cigars denies the same.  

110. Brazil Cigars denies the allegations of Paragraph 110 of the Complaint. 

111. Brazil Cigars denies the allegations of Paragraph 111 of the Complaint. 

Brazil Cigars denies that Plaintiff is entitled to any of the relief sought in its 

WHEREFORE clause, including, but not limited to Paragraphs 1 through 13 of the same.  

AFFIRMATIVE DEFENSES 

1. Plaintiff failed to state a claim upon which relief may be granted. 

2. Brazil Cigars is the senior user of the marks in dispute. 

3. Even if Brazil Cigars is not the senior user of the alleged marks, Plaintiff 

is also not the senior user of the alleged marks.  For example, at least two other parties 

namely, J.C. Newman Cigar Company and Manufactura de Tabacos S.A. have asserted 

superior rights to the disputed marks.   

4. Plaintiff has made no bona fide use of the disputed marks in commerce in 

the United States. 

5. Plaintiff has not made continuous use of the disputed marks in commerce 

in the United States.  

6. Brazil Cigars has prior use of the disputed marks in commerce in the 

United States. 
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7. The contract between the parties for alleged distribution of Plaintiff’s 

goods does not include any reference to any trademark for which Brazil Cigars is merely 

a distributor.  

8. The contract between the parties for alleged distribution of Plaintiff’s 

goods does not include any reference to any trademark for which Brazil Cigars may only 

seek trademark registration in the name of Plaintiff.  

9. To the extent that Plaintiff has made any use of the disputed mark, such 

use is subsequent to Brazil Cigar’s use.  

10. Brazil Cigars is more than a mere distributor.  Specifically:  

a. Brazil Cigars was the sole and exclusive distributor for the goods in the 

United States to the exclusion of Plaintiff; 

b. Brazil Cigars’ name and contact information appear on packaging for the 

goods bearing the mark; 

c. Brazil Cigars exercised control over the nature and quality of the goods on 

which the mark appears; 

d. Customers looked to Brazil Cigars as standing behind the goods. 

e. Brazil Cigars received comments and complaints about the goods bearing 

the mark and made appropriate replacement and took other corrective 

actions. 

f. Brazil Cigars paid for advertising and promotion of the trademarked 

products in the United States. 

11. Plaintiff is guilty of unclean hands. 
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12. Plaintiff materially breached the agreement between the parties before any 

alleged breach by Brazil Cigars.  

13. The agreement between the parties is ambiguous and unenforceable.  

14. The agreement between the parties constitutes a naked trademark license.  

15. Brazil Cigars performed all of its obligations under the agreement between 

the parties.  

16. Plaintiff has suffered no damages.  

17. Plaintiff has no protectable intellectual property rights in the United 

States.  For instance, the contract between the parties explicitly says that Plaintiff 

“declares that [it] does not have any corresponding or enforceable Intellectual Property 

Rights over the Products in the Territories.  The [Plaintiff’s] Intellectual Property Rights 

over the Products subsists only in Brazil or in other territories other that [the United 

States, Canada, and Thailand].”   

18. Plaintiff’s alleged trade dress is merely functional.  

19. Plaintiff’s alleged trade dress is merely ornamental.  

20. Plaintiff’s alleged trade dress has not acquired secondary 

meaning/distinctiveness. 

21. Plaintiff’s alleged trade dress lacks distinctiveness.  

22. Plaintiff’s alleged trade dress is not unique and is the subject of extensive 

third party use. 

23. Plaintiff is not the senior user of its alleged trade dress.  

24. Plaintiff has no registrations for any of the alleged intellectual property 

rights (whether trademarks or trade dress) upon which it is suing.  
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COUNTERCLAIMS 

 Defendant, Brazil Cigars & Tobacco LLC (hereinafter “Brazil Cigars”), by and 

through undersigned counsel, hereby counterclaims against Plaintiff, Menendez Amerino 

& CIA LTDA (hereinafter “Menendez Amerino”) as follows: 

1. Brazil Cigars is a Delaware limited liability company with a principal 

place of business in Miami-Dade County Florida.  

2. Menendez Amerino is a Brazilian entity and has submitted itself to the 

personal jurisdiction of this Court by filing the instant proceeding.  

3. The Court has subject matter jurisdiction over these counterclaims pursuant 

to 28 U.S.C. §§1331 and 1338(a), and has supplemental jurisdiction over Brazil Cigar’s 

state law claims pursuant to 28 U.S.C. §1367(a). 

COUNT I 
(Breach of Contract) 

4. Brazil Cigars incorporates by reference Paragraphs 1 through 3 of the 

counterclaims as though set out herein.  

5. On or about March 11, 2005, the parties entered into an agreement for the 

continued purchase and sale of cigars.  Specifically, Brazil Cigars was to purchase cigars 

from Menendez Amerino and would have exclusive rights to sell cigars produced by 

Menendez Amerino in the United States, Canada, and Thailand.   

6. On information and belief, after March 11, 2005 and before the parties 

ceased doing business with one another, Menendez Amerino was selling cigars, in 

violation of the terms of the contract between the parties, to purchasers in the United 

States, Canada, and or Thailand.  
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7. The time and duration of the agreement between the parties “for a period 

of 05 (five) years with automatic renewal for periods of 05 (five) years on [Brazil 

Cigar’s] exclusive discretion and conditioned to the full completion of [Brazil Cigar’s] 

performance obligations pursuant to Clause 9” of the agreement.   

8. Clause 9 of the agreement imposes certain minimum order requirements 

on Brazil Cigars, and no other requirements.  

9. At all times material, Brazil Cigars met its obligations under the contract.   

10. At all times material, Brazil Cigars met its obligations under clause 9 of 

the contract. 

11. In or about late 2007 Menendez Amerino began unilaterally demanding 

extra-contractual obligations by demanding unreasonable amounts of control over Brazil 

Cigar’s operations and began demanding that Brazil Cigars adopt a “proposal” for the 

management of Brazil Cigar’s business.  

12. Menendez Amerino falsely justified its “proposal” for the management of 

Brazil Cigar’s business claiming that it was entitled to do so under clause 7.2.1(h) of the 

agreement between the parties.  

13. Clause 7.2.1(h) merely states that “[Brazil Cigars] shall set up and 

maintain an adequate organizational structure for sale, with all means and personnel as 

are reasonably necessary in order to ensure the fulfillment of its obligations under this 

contract for all Products and throughout the territories.”  Nowhere in Clause 7.2.1(h) is 

there any indication that Menendez Amerino may impose any proposed structure for the 

management of Brazil Cigar’s operations.  
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14. Furthermore, given that Brazil Cigars at all times complied with its 

obligations under Clause 9 of the agreement, Brazil Cigars, by extension, was in 

compliance with Clause 7.2.1(h).   

15. Furthermore, Menendez Amerino regularly sent Brazil Cigars substandard 

product that was not fit for sale to consumers.  

16. On or about January 7, 2008 Menendez Amerino sent Brazil Cigars 

unilateral notification of its intention to terminate, and thereby breach, the contract 

between the parties.   

COUNT II 
(Trade libel) 

17. Brazil Cigars incorporates by reference Paragraphs 1 through 3 of the 

counterclaims as though set out herein. 

18. Brazil Cigars has been continuously and exclusively selling “DONA 

FLOR” and “ALONSO MENENDEZ” brand cigars in the United States since at least 

2005.  

19. Through its long, exclusive, and continuous use of the “DONA FLOR” 

and “ALONSO MENENDEZ” marks in United States commerce, Brazil Cigars has 

acquired substantial goodwill in these trademarks.  

20. In or about 2008 Menendez Amerino began making false statements to 

consumers of Brazil Cigar’s “DONA FLOR” and “ALONSO MENENDEZ” goods.  

Specifically, upon information and belief, Menendez Amerino sent letters to all or many 

of Brazil Cigar’s customers falsely claiming that Brazil Cigars is not the rightful owner of 

the “DONA FLOR” and “ALONSO MENENDEZ” trademarks in the United States and 

that Brazil Cigars’ “DONA FLOR” and “ALONSO MENENDEZ” are not genuine.   
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21. In or about August of 2008, representatives of Menendez Amerino 

attended the International Premium Cigar & Pipe Retailers Association tradeshow in Las 

Vegas, the premier tobacco trade show in the nation, and made false and damaging 

statements about Brazil Cigars to Brazil Cigars customers and potential customers. 

Specifically, upon information and belief, Menendez Amerino told attendees at the 

tradeshow that Brazil Cigars is not the rightful owner of the “DONA FLOR” and 

“ALONSO MENENDEZ” trademarks in the United States and that Brazil Cigars’ 

“DONA FLOR” and “ALONSO MENENDEZ” are not genuine. 

22. These false statements have damaged Brazil Cigars reputation among 

consumers and customers, and has caused a substantial decline in Brazil Cigars’ sales 

since Menendez Amerino began making its false statements.   

23. Menendez Amerino’s false statements have caused Brazil Cigars to 

irreparable harm.  

24. Absent Court intervention, Menendez Amerino’s tortious acts will 

continue to cause Brazil Cigars immeasurable and irreparable harm.   

25. Menendez Amerino’s false statements have caused Brazil Cigars to 

special damages.  

COUNT III 
(Unfair Competition under the Lanham Act) 

26.  Brazil Cigars incorporates by reference Paragraphs 1 through 3 of the 

counterclaims as though set out herein. 

27. Brazil Cigars has been continuously selling “DONA FLOR” and 

“ALONSO MENENDEZ” brand cigars in the United States since at least 2005.  
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28. Through its long and continuous use of the “DONA FLOR” and 

“ALONSO MENENDEZ” marks in United States commerce, Brazil Cigars has acquired 

substantial goodwill in these trademarks. 

29. Brazil Cigars is the senior user of the “DONA FLOR” and “ALONSO 

MENENDEZ” marks in the United States and has common law rights thereto.   

30. Subsequent to Brazil Cigars’ adoption and use of the “DONA FLOR” and 

“ALONSO MENENDEZ” marks in the United States, Menendez Amerino began 

marketing and selling “DONA FLOR” and “ALONSO MENENDEZ” brand cigars in the 

United States in competition with Brazil Cigars.   

31. Menendez Amerino’s sale of “DONA FLOR” and “ALONSO 

MENENDEZ” cigars in the United States is likely to cause confusion among consumers, 

mistake or to deceive as to the source sponsorship or affiliation of Brazil Cigars’ and or 

Menendez Amerino’s products.   

32. Menendez Amerino’s above actions have caused and will continue to 

cause Brazil Cigars irreparable harm.  

COUNT IV 
(Florida Unfair Competition) 

33.  Brazil Cigars incorporates by reference Paragraphs 1 through 3 of the 

counterclaims as though set out herein. 

34. Brazil Cigars has been continuously selling “DONA FLOR” and 

“ALONSO MENENDEZ” brand cigars in the United States since at least 2005.  

35. Through its long and continuous use of the “DONA FLOR” and 

“ALONSO MENENDEZ” marks in United States commerce, Brazil Cigars has acquired 

substantial goodwill in these trademarks. 
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36. Brazil Cigars is the senior user of the “DONA FLOR” and “ALONSO 

MENENDEZ” marks in the United States and has common law rights thereto.   

37. Subsequent to Brazil Cigars’ adoption and use of the “DONA FLOR” and 

“ALONSO MENENDEZ” marks in the United States, Menendez Amerino began 

marketing and selling “DONA FLOR” and “ALONSO MENENDEZ” brand cigars in the 

United States in competition with Brazil Cigars.   

38. Menendez Amerino’s sale of “DONA FLOR” and “ALONSO 

MENENDEZ” cigars in the United States is likely to cause confusion among consumers, 

mistake or to deceive as to the source sponsorship or affiliation of Brazil Cigars’ and or 

Menendez Amerino’s products.   

39. Menendez Amerino’s above actions have caused and will continue to 

cause Brazil Cigars irreparable harm. 

 WHEREFORE, Brazil Cigars respectfully requests: 

(a) A preliminary injunction, enjoining and restraining Menendez Amerino, 

and all those acting on its behalf, from the present use of, or further use or 

purchase of “DONA FLOR” and “ALONSO MENENDEZ” or any other 

of Brazil Cigars’ trademarks; 

(b) A permanent injunction, enjoining and restraining Menendez Amerino, 

and all those acting on its behalf, from the present use of, or further use or 

purchase of “DONA FLOR” and “ALONSO MENENDEZ” or any other 

of Brazil Cigars’ trademarks;  

(c)  An Order mandating that Menendez Amerino be required to immediately 

account for and pay over to Brazil Cigars, all gains and profits acquired by 
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Menendez Amerino by reason of its use of enjoining and restraining 

Menendez Amerino, and all those acting on its behalf, from the present 

use of, or further use or purchase of “DONA FLOR” and “ALONSO 

MENENDEZ” or any other of Brazil Cigars’ trademarks; 

(d) An Order awarding Plaintiff all damages suffered as a result of Menendez 

Amerino’s illegal activities; 

(f) An Order awarding Brazil Cigars its attorneys’ fees and costs associated 

with this action;  

(h) An Order requiring that Menendez Amerino surrender to Brazil Cigars 

and/or destroy all infringing products and promotional material bearing 

the “DONA FLOR” and “ALONSO MENENDEZ” marks or any other of 

Brazil Cigars’ trademarks; and  

(i) An Order awarding such other and further relief as this court deems just 

and proper. 

JURY DEMAND 

 Brazil Cigars demands a trial by jury on all issues so triable.  
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Dated: June 8, 2009 

Respectfully submitted,  
 
     By:  __s/GUSTAVO SARDIÑA  
      Frank Herrera 
      Florida Bar No.: 494801 
      Email: fherrera@rra-law.com 

Gustavo Sardiña 
      Florida Bar No.: 31162  
      Email: gsardina@rra-law.com  
      ROTHSTEIN ROSENFELDT ADLER 
      401 East Las Olas Blvd., Suite 1650 
      Fort Lauderdale, Florida 33301 
      Telephone: (954) 522-3456 
      Facsimile: (954) 527-8863 
      Attorneys for Defendant 

 
 

CERTIFICATE OF SERVICE 

 I HEREBY CERTIFY that that the foregoing is being served this 8th day of June, 

2009 upon:  

Bradley S. Shraiberg, Esq. 
SHRAIBERG, FERRARA, & LANDAU P.A. 
2385 NW Executive Center Drive, Suite 300 
Boca Raton, Florida 33431 
 
And 
 
Richard P. Sybert, Esq. 
GORDON & REES LLP 
101 W. Broadway, Suite 1600 
San Diego, California 92101  
 
via U.S. Mail after filing the same with the Court’s CM/ECF electronic filing system.  

     By:  __s/GUSTAVO SARDIÑA  
      Gustavo Sardiña 
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